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IN THE COURT OF APPEAL. 

Befo1·e THE MASTER OF THE ROLLS and LORDS JUSTICES FLETCHEI\ 
• MOULTON and FARWELL. 

October 19th, 1908. 

FODEN V. WALLIS AND STEVENS LD. 

Patent.-Action for infringement.-Construction of Specification.~Alleged 
anticipation.-Patent held to be valid, bu,t not to have been infringed.-Appeal 
dismissed. 

The owners of Letters Patent for· "Imp1•ovements in the construction of· 
10 " automotor waggons and similar road vehicles," brought an action for infringe

ment of the same, in which the Deferulants denied infringement and alleged the. 
invalidzty of the Patent on the ground of (inter alia) anticipation. The 
Olctim was for " a steam automotor waggon or similar steam-driven road . 
" vehicle the main frame of which is fm•med of two side girders bracketed or . 

15 '" connected to the boiler at the smoke-box and at the fire-box end and carries ' 
"the steam engine (mounted upon the boiler) as well as the waggon bodJj, 
"substantially as herein described and illustrated." The merit of the invention . 
was that it allowed for the expansion and cuntraction of the boiler, and ' 
prevented it from being subjected to urulue st1·ains. It was held at the trial, ' 

20 that the invention was a narrow one, and that the particular place and method . 
of attaching the boiler to the side girders, having the rigid connection at the 
front end of the boiler, and the connection allowing of expansion and contraction 
at the rear end of the boiler, were of the essence of the invention, and that on-~ 
this construction of the Specification the Patent was valid, but had not been · 

25 infringed by the Defendants' vehicle which differed among other respects in · 
having an attachment of the boiler at the fire-box end giving horl.:ontal 
rigidity, and having a special method of providing for expansion and contrac~ 
tion at the smoke-box end of the boiler. The action was dismissed, the Plaintiffs 
being given the costs of the action so far as related to validity, and the Defen- , 

30 dants being given the costs so far as related to infringement, with a set-offj a 
Certificate that the validity of the Patent had come into question was granted .. 
The Plainti;ffs {J,p:pealed on the question of infringement, 
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Held, by the Court of Appeal, that the. Defendants had not infringed, their 

machine not being substantially identical 'in crmst1·uct£on with the patented 

machine. The appeal was dismissed with costs. 

On the 9th October 1901, Letters Patent (No. 20,137 of 1901) were granted to 
Edwin Foden (managing director of E. Foden, Sons&; Co. Ld.) for an invention 5 
of Improvements in the construction of Automotor Waggons and similar Road 
Vehicles. The Complete Specification, as amended on 24th November 1906, 
was as follows :-

" My invention relates to improvements in the construction of steam automotor 
" waggons and similar steam-driven road vehicles. • 10 

"In carrying my improvements into effect I employ a:ay-eaiJ;a;hle-fePm-ef-mete!'; 
" a steam engine (by preference a compound high pressure steam engine) fixed 
" on the top of a horizontal multi-tubular boiler of the locomotive type and I 

" support the engine and boiler on two side girders which run, 61'-HHl>Y'-ffiH; 
"the full length of the vehicle. Each side girder preferably consists of steel of 15 
" chacnel section or other suitable section bolted or rivetted at thA front end to 
''the side of the boiler near the smoke-box and also to a transverse plate which 
" is secured by angle brackets to the boiler at the fire-box end. Those two side 
"girders together with drop plates rivetted to the inner sides of the same also 
" form the main frame of the waggon and if desired, instead of bolting them 20 
" to the front end of the boiler the side girders may be connected together at 
" the front end by ~ strap or saddle passing under the boiler and forming a 
" swivel plate for the front carriage of the vehicle. To the drop plates which 
"are secured to the side girders are attached the axle guardH and adjustable 
"bearings for the main shaft driving gear and back travelling wheels. 25 

" In the accompanying two sheets of Drawings-Fig. 1 is a side elevation of 
" the main frame and boiler of an automotor waggon or similar road vehicle 
" constructed according to my invention. Fig. 2 is a plan view of the same, and 
" Fig, 3 is a sectional front view on the line A B, Fig. 1. In these views,-a 
"dei!igwttes the boiler the steam from which drives an engine mounted upon 30 
" it, bnt 1lOt shown, and b, b, two side girders the ends of which are bolted or· 
" rivetted to two brackets, c, c, similarly secured to the sides of the boiler near 
"the front end. The side girders b, b, are preferably of steAl and of channel 
11 ~tion and are bent as shown in Fig, 2 and secured together by a transverse 
"plate (or plates) d which is also connected by angle brackets e, e, to side 35 
"plates a1, a1, to which the fire-box end of the boiler is secured. 'rhe two side 
'i &irdera b, b, together with the drop plates f, j, rivetted to the inner sides of 
" the s.ame also form the main frame of the waggon, the body of which is not 
'* IW>Wn. in the drawings. To the drop plates f, j, and the girders b, b, are 
"Attaelt.ed the axle guards g, g, see Fig. 1, in which are mounted adjustable 10 
" ~ings for the main shaft driving gear and the back travelling wheels, not 
"shQwn. A s\vivel plate h for the front carriage of the vehicle is rivetted or-
•' otherwise suitably connected to the front of the boiler. The coal or other 
"fuel for the boiler is carried in a bunker£ supported by the girders b, b, and 
" angle brackets j, j, and k, k. 45 

i' Altlwagli I have -tleeeriood-a-steam-eHgiHO -aHEl-beile¥-±-may:-em~ley-thH:f 
£Lether saitable-f6l:'m:-ef.met&-wi:theat-Elepa,rtiffig-fl'em-the-esseHtial-4'eatHI'e-ef 
" my in.veatieH whieh-eeHSists-ti-the-impl:'e>reEl-eeastPaetieH-ef-fffime-: 

'' Having now particularly described and ascertained the nature of my said 
"invention and in what manner the same is to be performed I declare that 50 
"what I claim is:-

" 1. ~6l:'Hl:iHg-the-maffi-fl'am:e-ef-IMl a steam automotor waggon or similar 
" steam-driven road vehicle the main frame of which is formed of two side 
"girders bracketed or connected to the boiler at the smoke-box: and at the 
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" fire-box end and e&¥¥yi-ag carries the steam engine a.wi (mounted upon the 
'' boiler) e.P-etfteF-m:ettH' as well as the waggon body, substantially as herein 
" set-furtlt described and illustrated. 

:Lg,~fie-geBel:'fbl-e,.p.pe,agemsBt--a.-atl--eem:bi:ootieB-·ef-:~:~e,.pts--sab£-ta.Bti:a.lly-flrs 
5 ::_fie.peffi-aesel:'i:eea--f!raa-ilffisti'.atea-by -tfl:e-Pffiwffigs,.21 

ffG.I. 

i 

b FIC.2. 

b 

On the 12th of April1907, the Patentee and Fodens Ld. commenced an action 
against the Defendants for infringement of the Patent and claimed an injunction, 
damages or an account of profits, delivery up of all infringing machines, and 
costs. 

10 By their Particulars of Breaches i:he Plaintiffs alleged that the Defendants 
had exhibited at the Agricultural Hall, during the week ending the 13th of 
April 1907, a steam waggon constructed in accordance with the invention 
described in the Complete Specification of the said Letters Patent and claimed 
in the claiming clause thereof. 

15 The Defendantd denied infringement and relied on the following Particulars 
of Objections to the validity of the Patent. That the alleged invention was not 
new by reason of :-a. Prior publication. b. Prior common general knowledge. 
Particulars of a being the publication of the following Specifications :-Boydell 
(7370 of 1837), Fowler and Greig (1016 of 1867), Pairlie (3221 of 1867), Clarke 

20 (1606 of 1881 ), and numerous technical publications prior to the date of the 
Patent, in particular the descriptions of Lifu and Thornycrojt Automotor 
Waggons in Worby Beaumont's Motor Vehicles, Edition 1900; that it made no 
nseful addition to the public knowledge existing at the date of the Patent, and 
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was no proper subject-matter ; and that the Patent was invalid on the ground of 
disconformity. 

The action was tried on February 21st and 24th and March 19th 1908 by Mr • 
.J.ustice Swinfen Eady, who held that the Defendants had not infringed, but that 
there was sufficient subject-matter to support the Patent, and he gave judgment a 
dismissing the action, but he granted a Certificate to the Plaintiffs of the 
validity of the Patent having come into question (ante~ 501). The Plaintiffs 
appealed on the question of infringement. 

The following description of the Defendants' vehicle is taken from the 
judgment of Mr. Justice Swirifen Eady, ante page 506 :-"In the Defendants' 10 
" vehicle . there are not any drop plates to the side girders ; and the boiler 
"is attached to the girders at the rear, or fire-box end, by means of two 
" horizontal plates, bolted to the frame, and-by means of an angle plate-to the 
" boiler itself. This method allows of vertical movement to the extent of the 
" flexibility of the plates ; but the horizontal attachment is a rigid one, not 15 
"allowing, at the fire-box erid of the boiler, for expansion and contraction of 
" the boiler. This is provided for in front, as the ends of the girders are there 
" made te pass through two brackets bolted on to the smoke-box end of the 
" boiler, through which they are capable of sliding." 

Walter K.C. and J. H. Gray (instructed by Robbins, Billing & Oo., agents 20 
for F. J. and 0. Poole, o£ Widnes) appeared for the Plaintiffs; Bousfield K.O. 
and A, B. Shaw (instructed by Radford and Frankland, agents for Wallis and 
Prance, of Basingstoke) appeared for the Defendants. 

Walter K.C. and J. H. Gray for the Appellants.-The Patent relates to a 
special combination in steam automotor waggons in which the engine is mounted 25 
on the boiler, and in which the boiler is not mounted on a rigid frame, as in 
locomotive practice and as in the earlier attempts of Foden,-but is so joined to 
the side girders that it forms a· part of the frame. As constructed according to 
the Specification, the frame can bend under the load without racking the boiler 
owing to the pivotal attachment at the fire-box end, and expansion of the boiler 30 
is also provided for there. There is no pri<>r Specification in which two side 
girders, fastened to the smoke-box end of the boiler, widen out to provide for a 
flexible and pivotal connection at the fire-box end, and carry the load and back 
axle on extensions. The Defendants obtain the same advantages by their 
construction, and the Court should look at the substance of the Claim and see 35 
if it has been taken. [FLETCHER 1\IOULTON L.J.-The public must be told 
in the Specification what to avoid. · When a Specification is amended by dis
claimer by referring to what is illustrated, you read it as a Claim for a special 
construction.] Does "substantially" leave no scope at all? [FLETCHER 
MOULTON L.J.-'-If the Claim were not so limited it would be bad, because it 40 
would not show how it is limited. The most important point-arranging for 
longitudinal expansion-is provided. for in quite a different way by the Defen
dants.l We admit that 1here is no explanation of the theory underlying the 
invention, but the Patentee thought it was wise to omit this in a Specification. 
[FLETCHER MOULTON L.J.-Not if yon wish to place a wide construction on 45 
the_ word "substantially."] We submit that the Defendants' vehicle is a 
colourable imitation. · 

Counsel for Respondents were not called on. 
·.COZENS-HARDY M.R.-My view is that Mr. Justice Swinfen Eady was 

perfectly correct. This is really a very narrow Claim, and all that we have to 50 
do .is to construe it. In the first place, it seems to me that it is a Claim for a 
machine of a particular nature, described and illustrated by the Drawing. 
There is no statement in the body of the Specification of what are the particular 
merits of the individual parts of the machine; There is no statement that by a 
particular device difficulties, which were to be found in former machines, were 55 
go~ over, but the whole thing is put together, and the Patentee then says that .. ', ' . - " . . ' ·.- ..... 
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he claims,-" A steam automotor or waggon, or similar steam driven road vehicle, 
" the main frame of which is formed of two side girders bracketed or connected 
" to the boiler at the smoke box and at the fire box end and carries the steam
" engine (mounted upon the boiler) as well as the waggon body, substantially as 

5 "herein described and illustrated." I am entirely unable to see that there is 
anything in the Claim which prevents the Defendants or any rival manu
facturer from making another engine not identical with that described and 
illustrated in the Specification, and not only not identical with, but differing 
materially from, it in various points though producing a result which may be, 

10 and I daresay is, somewhat similar. Without in any way questioning the 
validity of the Patent (which is a matter not before us) I feel no doubt, on the 
question of construction, that the Defendants' machine, of which we have a 
model before us, is not an infringement of the Plaintiffs' machine, of which 
also we have a model before us. In my opinion this appeal fails and must be 

15 dismissed with costs. 
FLETCHER MOULTON L.J.-1 am of the same opinion. The case of the 

Plaintiffs with regard to infringement seems to me hopeless. If you look 
at the Complete Specification, and if yon look at the Claim with which it 
concludes, the invention is obviously one of construction, and the substantial 

20 identity must be a substantial identity of construction. Looking at the 
, infringing machine, it seems to me impossible to suggest that there is a 
, S'ubstantial identity in the construction. Counsel for the Appellants have 
attempted to get over the difficulty by saying that there is a substantial identity 
of the good results. Alii can say is that there is nothing either in the Specifi-

25 cation or in the Claim pointing to what are the results sought for and obtained. 
On the other hand, the attention of the public is pointed clearly to tho question 
of con&truction and construction only. I am satisfied that no member of the 
public reading this Specification, and fairly trying to arrive at the delimita
tions of the monopoly of the Plaintiffs, would have imagined that such a 

30 construction as that which the Defendants have adopted is identical with that 
, , which the Patentee has described and claimed. 

~'ARWELL L.J.-I agree, and I have nothing to add. 
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